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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[X] Responsive to communication(s) filed on 06 May 2004 . 
2a)D This action is FINAL. 2b)KI This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) Kl Claim(s) M5 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) Mi is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Amendment 

1 . This action is in response to the amendment and declaration mailed September 
28, 2004. Claims 1-6 are pending. The Examiner's previous arguments have been 
withdrawn. 

Claim Rejections - 35 USC § 103(a) 

2. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eastes et al. (U.S. 5,789,329) in view of Sproull (U.S. 4,542,106) further in view of 
Machine Translation of JP-A-5-1 47975. 

Eastes discloses boron-free glass fibers having compositions consisting of Si0 2 , 
CaO, Al 2 0 3 and MgO where the glass contains no fluorine (abstract). Eastes discloses 
the glass fiber compositions have values for delta T of a temperature and liquidus 
temperature is at least about 52°C (abstract). The reference discloses the components 
of the glass fibers along with its surface layer are composed of Si0 2 at 59 to 62.0%, 
CaO at 20 to 24%, Al 2 0 3 at 12 to 15%, MgO at 1 to 4% Column 3, lines 2-13). Eastes 
does not disclose the thickness of the silicon dioxide content. Thickness is an 
optimizable feature because the thickness directly affects the melting point of the glass 
fibers. It would have been obvious to one of ordinary skill in the art to optimize the 
components because discovering an optimum value of a result effective variable 
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involves only routine skill in the art. In re Boesch 205 USPQ 21 5 and see In re Alter 1 05 
USPQ 233. 

Eastes does not disclose the weight percentage of Si0 2 in the exact range 
Applicant claims. Sproull teaches glass fibers consisting of 58% to 60% Si0 2 , 21% to 
23% CaO, 11% to 13% Al 2 0 3 and 2% to 4% MgO (abstract and column 2, line 67 
through column 3, line 1). Eastes and Sproull are analogous art because they are from 
the same field of glass fibers. Sproull teaches glass fibers of the same compositions 
claimed. It would have been obvious to one of ordinary skill in the art to include the 58% 
to 60% Si0 2 in the glass fibers of Eastes because Sproull teaches using Si0 2 at the 
claimed percentages results in excellent glass fibers which are highly suitable as 
reinforcement materials. 

Neither Eastes nor Sproull explicitly teaches the surface layer of the glass fiber 
having an Si0 2 content of at least 90% by weight due to an acid treatment. According to 
the prior art of the invention, JP '975 teaches a heat resistant glass fiber obtained by 
immersing a glass fiber containing Si0 2 , CaO, Al 2 0 3 and MgO, in the mineral acid, 
hydrochloric acid at a temperature of 40 to 70°C where the surface layer of the glass 
fiber is a silicic glass. Additionally, JP '975 teaches the surface layer has a Si0 2 content 
of greater than 80% by weight (Abstract). All of the references are analogous art 
because they are from the same field of glass fibers. It would have been obvious to one 
of ordinary skill in the art, to treat the glass fibers of Eastes with the hydrochloric acid 
giving the surface layer a Si0 2 content of greater than 80% by weight, because JP '975 
teaches that the HCI increases the heat resistance of the glass fiber material (abstract). 
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The flexibility of the fiber is based on the types of materials used. Because the fiber 
comprises all of the components in the amount claimed, the flexibility of the fiber when 
heated for ten hours at 900°C would be expected to be the same. 

Response to Arguments 

3. Applicant's remarks to rejection under 35 U.S.C. 103(a) as being unpatentable 
over Eastes et al. (U.S. 5,789,329) in view of Sproull (U.S. 4,542,106) further in view of 
Machine Translation of JP-A-5-1 47975 has been considered but is found to be 
unpersuasive. Applicant argues claims 1 and 6 were amended from comprising to 
consisting essentially of to make it clear that Applicant's compositions do not include 
titanium dioxide, a component required by Sproull. In the absence of a convincing 
argument or factual evidence to the contrary, "consisting essentially of is construed as 
"comprising" claim language. Therefore, Applicant's claims would include the titanium 
dioxide taught by Sproull. The transitional phrase "consisting essentially of limits the 
scope of a claim to the specified materials or steps "and those that do not materially 
affect the basic and novel characteristic(s)" of the claimed invention. In re Herz, 537 
F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 1976). For the purposes of searching for 
and applying prior art under 35 U.S.C. 102 and 103, absent a clear indication in the 
specification or claims of what the basic and novel characteristics actually are, 
"consisting essentially of will be construed as equivalent to "comprising." See, e.g., 
PPG, 156 F.3d at 1355, 48 USPQ2d at 1355. If an applicant contends that additional 
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steps or materials in the prior art are excluded by the recitation of "consisting essentially 
of," applicant has the burden of showing that the introduction of additional steps or 
components would materially change the characteristics of applicant's invention. In re 
De Lajarte, 337 F.2d 870, 143 USPQ 256. 



4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can normally be reached on Monday through Friday 9:00 AM 
-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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Patent Examiner 
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